08/06/04 11:30 FAX 908 298 5405 



SCHERING-PLOUGH 




laooi 




Schering-Plough Corporation 

LawDbpartment 

2000 GALLOPING HiLL ROAfi 

K-6-1, Mail Stop 1990 
Kenelwdrth, New JerS£y 07033 
(908) 298-4000 



-^UG 0^ 2004 



FACSIMILE TRANSMITTAL SHEET 



USPTO 

Attn.: Balasubxamaxiisiii 



FAX NUMBRR; 

(703) 872-9306 



FROM: 

WilUamLee 



PHONE XUMBER: 

(908) 29^^2161 



TOTAL NO. OF PACB5 INCLTOING COVER 

19 



DATS 

August 6, 2004 



fiOISIFIDENTTAl,rrY NOTE: This sheet and/ot the docuiiient(s) accompanying it contain 
infbimation belonging to Schcrio^Floiigh Coipocsition and/ox it? aiHliatcs which is conlldcntial 
and/or legally pmilcged. The inform&tioii is intended only fat the use of the individual or entity 
named above. If you have received this fax in ewxii:, please imtneciiately notify us by telephone. If 
there is a ptoblcm with this transiniesion please call Shawn Anrastrong at (SM)8) 29&-5255. 



NOTES/COMMKNYS: 

PLEASE HAND DELIVER TO THE ATTENTION OF OIPE 

In re Application of: KUO et al 

For Patent For: Synthesis of Temozolomlde and Analogs 
Group Art Unit 1624 

Attorney Docket No.: CB01351 US/ Serial No.: 10/050/188 
Filed: Ol/lti/2002 

Dear Examiner: 



Transmitted here with are: 



> 
> 
> 
> 



Fax Cover Sheet- 1 Page 
Response Transmittal FrO/SB/21 ^ 1 Page 
Response to Final Office Action - 13 Pages 
Petition for Extension of time (2 Month) PTO/SB/22 - 1 Page 
Fee Transmittal PTO/SR/17 - 1 Page In duplicate 
Notice of Appeal PTO/SB/31 - 1 Page 



/ ■liiaTii 



William Y.Lee 
Registered Representative 
Registration No. 46,100 



PHONE: (908) 298-2161 FAX: (908) 298-5388 

PAGE 1/19*RCVDAT8/6/2imi1:25:33 AM [Eastern Daylight Tiine]*SVR:USPTO^^ 



08/06/04 11:30 FAX 908 298 5405 



SCHERING-PLOUGH 



11002 



PTO/SBi/31 (02-(M) 
Approvoa (or US« through 07/31/20D6. OMB 0651-0D31 
\JJS, PotafU and TvadAmaifc Oflloa: U^, DEPARTMENT OP COMKERCE 



TRANSMITTAL 
FORM 

{to be vs9t/ibr»aconvy»ndGnco ^HBrkHttai Wing) 


Application Number 


1 gf hftrmanon uniiwiB if flirniTByn n vfli'irt nwa cnrumi fiumte 
10/050^88 ^ 


Filing Date 


01/16/2002 


First Named Inventor 


KUO et al. 


Art Unit 


1624 


ExamlnBT Name 


Balosubramaman 


Total NumDor of Pages in This Sutarrilaalon 


19 


Attom^ OoiAet Number 


CD01351 J 



ENCLOSURES {Check bU that MpfOy) 


FeB TrenfimitJlal Fonn 

1 — 1 Fag Attached 

Amendment^RdpV 
After Final 

im Affidavifs/ded9ratian(«> 

Extension of Time Request 
1 _1 Express Abandonment Rfiqud^t 
l~l lnfbnn«rtion Disclosure Statemant 
1 — 1 Cenified Copy of Prkirily 

I 1 Response to Missing Parts/ 
1 — f Incomplete Application 

r~n Reeponsa to fussing Parts 
undar 37 CFR 1 .52 or 1 .53 


1 ] Draw(n9(5) 

LJ Llcgnsing-f^lalod Papers 
CH PeHtfan 

1 1 Petition to Convait lo a 

1—1 Provisional Application 

1 1 Power of AltDmey, Revocation 

1 — 1 Change of Corraspondence Addrass 

1 j Terminal Disclaimer 
[ [ Request for Refund 
1 1 CD. Number of CD(s> 


1 1 After AUowance oommuniCaitlon 
1 1 Id ergup 

1 1 Appeal Communication to Bo^r^ 
j— — 1 of Appeals and Intaifenences 

Appeal Corrinnjnication lo Oroup 
ICS (App>BiNotfe«.arlA«,R«fkverloq 

r 1 Prapriala^ IhfoAiiation . 

|_ 1 Status Letter 

rSTT OthflrEndosurd(9) (please 
LCJ IdenU^ bolow); 

Fax Cover Sheet - 1 Page 


L Remarks | 




SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 


Finn 
or 

indivii^pt name 


William Y, Lee, Reg. No. 46, 1 00 


Slgnaitufe 




Darts 


08/06/2004 



r 


CERTIFICATE OF TRANSMISSION/mAlING 






1 hereby certify that this corraspondsnce Is bflhg facssnile transmitted to Iho USPTO oTdepOsiteU wilh the United Steles Poslal Servfca with 
suffiaeni postege as fiist class maa In envelope Pressed to; Commissioner Cor Patents. P.O. Box 1 450. AlexandHa, VA 22313-1450 on 
the date shown t>elow. 


Typed or printed name 


William Y. Lee, Reg. No. 46.100 






^S^nature 




D&te 


08/06/2004 J 



This COOMtlon or ihfonnaljon is raquhed by 37 CFR 1^ ThO mfomislkin Is requlnadto obUin or Itttdin e bartBfit by ihe pubrio wNch Is lo f la (antf by the USPT0 10 
piocaas) an applieaUon. €;ortffdentiB&ly ia davamad by 3S U-S-C. 122 wmS^I CFR 1.14. This colleoliori |9 unrnstSd to 2 haurc to OMTiptete, Including 
garnering, preperfng. and sobmlRfn^ Iho Compldted applicaJkm form lo the UStTO. Tfrne will vary dapending upon ths mdnWual case. Any commenla on Iho 
amount of tima yoa require tfl COmpldO inl« fofm and/Of sugflBGlmrtH fpr rBtfudr>9 Ihl^ burden, ShouM t» sent lo the CWef IflfwrnaOon Oflicar, U.S. Palapt 9nd 
TrademarK OfHoe, U.S. Departm^ni of Commerce. P.Q. Box 1450. Alaxandrlq. VA 2231 3*1450. DO NOT SEND FEES OR COMPUTED FORMS TO THIS 
ADDRESS. SEND TO; Cotmnlsslonar for Patents, P.O. Box 1450« Alexandria, VA 22313-1 dSd. 

Ifytm nana assistanca in cowpMJhg the form, caS 1'600-PTO-9199 ana aefect option z 



PAGE 2/19*RCVDAT8l6/20M 11:25:33 AM [Eastern Daylight Time]*SVR:USPTO{Fffi^^^^^ 



08/06/04 11:30 FAX 908 208 5405 



SCHERING-PLOUGH 



{S1003 



un^^ th* Pa..^rk Reduedon Act of 1993. no BgrsoM m feairirfld to 



FEE TRANSMFTTAL 
for FY 2004 

GHbctiVD 10H)V2OO3C P^tMt Aas m sUt^t Ca annm/ rmrishfl. 



I I Appicant claims amall entity status. See 37 CFR 1.27 



^ TOTAL AMOUNT OF PAYMENT 



($) 750.00 



PTD/SB/17 (104)3) 
Approved for use thmush 07/3ia006. OMB 0691-0032 
as. PatOilt TrodBmafk Onic»; U S. DEPARTMEhrT OP COMMERCH 
i to a conacBon of tnfDrmBilpn unUwii It dlanrava a vaHd OMB awtf ftrt rtiimber 



CompWe if Known 



Application Number 



Filing Date 



First Named Inventor 



Examlnar Name 



Art Unit 



Attomav Docket No. 



10/050,488 



01/16/2002 



KUO et aL 



Balasubramanian 



1624 



CD01351 



METHOD OF PAYMENT fc/TscA allihafappiy} 
riChacK Credit carti Fi ^^^^ f"] QujaT'nNorr 

1^ Deposit Account 



FEE CALCULATION (continued) 



3. ADDrriQNAL FEES 



Account 

OepOGiL 
Account 
Nania 



19-0365 



Schering-Plough Corporation^ 



TTtO Director is aultiDrlzad toC {cMCk aSthat appt/f 
^Cturge rra(a) indicated tMloW Cradit any ovarpaymantfi 

I^Charge any addlifonal iao(a) or any undaiMymoni OfTaaCs) 
Charts fa6(fr] kiiStalBd balOw. akfsepi for th« nilng «m 



FEE CALCULATION 



1. BASIC FILING FEE 

Lnrgir Entity Smatl Entity 



Foo Ebb 

1001 rro 

1002 340 
1D0Q S3a 

1004 770 

1005 160 



pQC Faa 

Soda i%i 

2001 3fl5 

2002 170 

2003 265 

2004 SSS 

2005 ao 



Fee Paid 



UtHlty filing fae 
DaS^in fiHaofaa 
Plant fillno fee 
Rnssue filing ^o 

PfoviBtonal filing fee 

SUBTOTAL (i) |($) 0.00 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee front 

Ex tr a Elf it n » hoiaw Fe»Pald 

TotalClBims \ | ^ I ~ I X I I 4 I 

Indepand^t 
Claima 
MuItlplB 



DC 





1 gminenfflv 


Fas Foe 


Faa F«« 


Coda iVi 


Codo 


1202 IB 


2202 9 


1201 as 


2201 4^ 


1203 290 


2203 145 


12D4 Sft 


2204 43 


1205 18 


2205 9 



Faa-DBscfiptigp 

Claima In exoess of 20 

fndefstendent cfaima in axcaaa of 3 

MulQpta depandent claim, Ifnoi paid 

— Reiaaua Independent cfofms 
overgifBinal paiem 

ftoiBBua claims in axoess ef 20 
and over oi^naj pataiTt 



Faa Faa 
Code (S) 

1051 130 

1052 50 

1053 130 
1S12 2,520 
1804 920- 

1005 1.840' 

1251 110 

1252 420 

1253 990 

1254 1,480 

1255 2.010 

1401 330 

1402 330 

1403 290 
14S1 1.510 
1-4S2 110 
1453 i.:^o 

1501 1.330 

1502 480 

1503 640 
1460 130 
1807 50 
1906 ISO 
6021 40 
1809 770 

1010 770 

1801 770 

1802 500 



gmptf Entf ty 



Faa Fae 
(S) 



SUBTOTAL (2) 0.00 ^ 



F«9 DMcrt|9tlon 

2051 eS Surcharge -larofltinpfbe or esth 

2052 Z5 SunchBigo - late provlsloneil Utirig lee or 

oovar 6heei 
1053 130 Ncxi-EngUah epactflcatlon 
1 812 2,520 For tiling a TBquast for ex parts rMOramin ation 

1804 d20* ReqUBsiing pubNcatfon of SIR prior to 

Examiner ac3tiDn 

1805 1.840* ReqUeslingpubUc^tionafSIRaflBr 
Examiner action 

2251 55 ExiAhsidn fbr raply -wiViin fir^t monlh 

2252 210 Extension tor ttapfy within aecond montn 

2253 475 EKienaiDn for reply within iNid month 

2254 740 Extension tor repfy within fdurth monCh 
2265 1«005 ExtenaiGn tor mply vMlhin fifUi month 
^401 16^ NotiCsorAppaBl 

240B IBS Filing a briaf in support of an appeal 

2403 145 Requeal for oral hsarihg 

1451 1,510 Pel Won to inatitula a putilre use proDaading 

2452 55 PetMIen to r«vlve >• unRvoidabla 

2453 865 Patillon to ravfve - unintBrrtional 

2501 665 Utjiity issue faa (or rdacuft) 

2502 240 Design lesue fee 

2503 320 Plant ^swe fee 

1480 130 Petttlonc to the CcNnmiESioriBr 

1807 50 Proce^slns fee under 37 CFR1.17(q> 

1 900 lao Submiaaion of Infont^ellen Disctoeure Stmt 

8021 40 R^^Kfinfl *^ patent aa»{enment per 
^ pTTopQrty (tim«9 number of preperrieB) 

2809 38$ Riing a aubmioiien efter final rejedion 

(37 CFR 1.l2B(a)) 

2810 385 For «ach additional invention Id be 

examined P7 CFR 1.129(b)) 

2001 385 Request for Continued Examinalian (RCE) 

1602 900 Request for expedited exteninaoan 
ef a dasjpn apppqatfon 



otherfee (specify) 

'Reduced by Baete FDIng Fbb Paid 



SUDTOtALO) 



420.00 



330.00 



750.00 



SUBMITTED BY 



Wama {Prini/Typti) 



WiUiam Y 



1 Y Lee 

KaR Inionnaflon en this f 



46,100 



(Completa fifappticabtai l^^ 



TefaMtfiorte ^08-298-2161 

Ddte I OB/06/2004 



WARNlN<a: Inionn&flon en this fomi may become pubJic, Credit cani information ahoutd not 
be included on tfils foim. Provide credit card infpmiAtron and authorization on PTO-2038, 
This cxiriaittJon cf Infoimatfan b r«4uirod by 37 CFR 1 .17 and 1.27. Tha information la roqui«»d to obtain or ratajn a Dett^fit by the pubiic which ia \o filo (and by rha 
USPTO to proceaaj an appjtcadon, Confidenlialily is govemed by 33 U.S.C. 122 and 37 CFR 1.14. THi* colloction ie ostimatad to tskn 12 minutoa to ccmplato, 
(ncMidlng 9ath«ring. prepailnd. and cubmittinQ the compfated applleation fbnn to the U3r^. Time will vaiy depending upon the Individual case. Any comments on 
Ihe amounl of lime you require to oempfeie this form antf/pr augQamlorts fbr reduand Ihia burden, should be sent to the Chief Infoimmion Ofncer. U.6. Patant and 
Trademark Office. U,S. Oapaitmant ef CcaninBiice, P.O. Box 14S0, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO TKlS ADDRESS 
$EMO TO: CommJaaranar for PdtaAla. P.O. Box 1450, Alexandria, VA 22313-1450, 

Ifynu rmad owstaiK^ In OOtttphthiff tha farm, call 1-800-^70-9199 and saJbor option X 



PAGE 3/19*R(»DAT8/6/2ll04 11:25:33 AM [Eastern DayigMTiim]*SVR:m 



08/06/04 11:31 FAX 908 298 5405 



SCHERING-PLOUGH 



@]005 



llnriBr Ihft Paoftrff^ffc P^iirHnn Art of 1B9B. no t 



PTa/S»17 (10-03) 
Approved tor U99 UurtMgK 07/11/2006. OMe 0aS1-0032 
U.S. Patent ind TnidomBrfc Offi«^. U-S. DEPARTMENT OF COMMERCE 
to i«i«onri tp a tt^HMtion .rf InfanHfltlQn lintel It dlsplBVS a vaffd OMB control numbar. 



FEE TRANSMITTAL 
for FY 2004 



P Appficant clams small enUty atotw- 5e^ 37 CFR 1.27 



TOTAL AMOUNT OF PAYMENT 



($) 7SQ.0Q 



Compi9t» if Known 



Application Number 



Filing Date 



First Name<3 tnvgntor 



Examlrtor Name 



ArtUhH 



10/050,488 



01/16/2002 



KUO et al. 



B alasubramaman 



1624 



CD01351 



METHOD OF PAYMENT (chock all that appty) 



FEE CALCULATION (continued) 



Q Chock QcfwlUcard [~1 MggV \~~\ Qth»r | [noho 
1^ Depd&ltAccounr 



3. ADDITIONAL FEES 



Larw Entity 



Deposit 
Account 
Mumber 
Dftpiidt 
Account 



19-0365 



Schcring-Plotieh Cotporatjott 



Fee fad 

CDdB ($) 



1052 



130 
50 



The Dinclor is AulhoiiZ*d tO; (chacfr aff /Tiflf a^v^fW 

^Charge taoCa) indicatod bolow |3 avwpaymsnt* 

I^Cha^e any additional foe(s) or arty underpaycMCll orTae(«) 

Q Charge tee(S) Indicated bolow, BKcapt for Hvo filing fao 

to tha abova-jdejjtMed deproit accounts 



FEE CALCULATION! 



1. BASIC FlUNG FEE 

argAEhUty SnuU Entity 
PftB Fftft Poo Fee 
dSSTTJJ CoHeTO 



TO" 

1001 770 

1002 340 

1003 sao 

1004 770 

1005 leo 



20Q1 3B5 

2002 170 

2003 2fi5 

2004 395 

2005 60 



UUIIty fifing lee 
□a^n Efrig fee 
Plant 1tllngle« 
RolaBue fling fea 
Pravi^ionaf fifing fee 



Feo Paid 



SUBTOTAL <1) . 1 ($) 0.00 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Feefrofn 

TotelCiairw I I -20" = 1 I xl I T_ 

^hJttipie Dependenf 




1053 130 
1B12 2,S20 
1804 020' 

leos i.a40' 

1261 110 

1252 420 

1253 950 

1254 1.430 

1255 2.010 

1401 330 

1402 330 

1403 250 
1451 i,5t0 
14Q2 110 
1453 1,350 
1601 1.330 
1502 480 



LaroB Entlfiv 


Small Entitv 


Pea Fee 

Code [$) 


Foe Fee 

Code ($> 


1202 ia 


2202 9 


1201 86 


2201 43 


1203 290 


2203 145 


1204 86 


2204 ^ 


1205 ta 


2209 9 



Ffta DeacrtPtlon 

ClaimB in $jffieBB of 20 

Independent daima In excess et 3 

Multiple dapandent dlum, if not paid 

*^ ReiSMie indapendent cfaihne 
ovarodeinal patent 



** RbIbbub cbiniB in axcefii 
and ovar oifginal patatil 



or 20 



1503 
1460 
1607 

laoQ 
ao2i 

1809 



1001 

laoz 



640 
130 

50 
ISO 

40 
770 



770 
900 



_Siiia»gntihf 



F«» Dfiscription 



Fee Fee 
Code {%) 

2051 65 Surcfurga - fata fflifid fee or aaUi 

2052 25 Siircharga - lelq praviaonal filing fea or 

Covar shBBl 
1053 130 Nofi'EngUfth apedncalion 
iai2 2.520 for filing a request for ex parte roexamtnallon 
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and Analogs 

Serial No.: 10/050,488 

Filed: 01/16/2002 
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Examiner; BALASUBRAIVIANIAN 



Group Art Unit: 1624 



Commissioner for Patents 
P.O- Box 1450 

Alexandria, Virginia 22313-1450 



-X 

Schering-Plougli Corporation 
Kenilworth, New Jersey 07033 



RESPONSE TO FINAL OFFICE ACTION 

Dear Sir: 

in response to tiie Final Office action of March 1 1 , 2004, please amend tlie 
above-identified application as follows: 

Amendments to the claims are reflected in the listing of claims, which l^egin 
on page 2 of this paper. 

Remarks/Arguments begin on page 7 of this paper. 
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